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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clainms 9-11, 13-20, and 22-25. W reverse.

BACKGROUND

The invention at issue in this appeal relates to coaxi al
cabl es. Coaxial cables are used to transmt cable television
(CATV) signals to subscribers. Mre specifically, coaxial

drop cables fromthe last link in a CATV systemtransfer CATV
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signals froma distribution cable directly into subscribers
homes. Because a coaxial drop cable may be tw sted and turned
during installation, its dielectric material nust be stiff
enough to support its associated outer conductor during the

tw sting and turning, thereby preventing buckling or
flattening of the outer conductor, which would inpair the

signal transm ssion characteristics of the cable.

The coaxi al drop cable of the invention includes an
el ongate center connector formed of a conductive nmaterial,
e.g., copper. A dielectric material, e.g., a closed cel
pol yet hyl ene, surrounds and adheres to the center connector.
To support the outer conductor and to prevent buckling, the
dielectric material has a stiffness of at |east 1000 pounds
per linear inch. To increase the stiffness of the dielectric
material, the dielectric material has a density of at |east

0.30 g/ cnd.

The annul ar outer conductor, also forned of an
el ectrically conductive material such as al um num or copper,

surrounds and adheres to the dielectric material. To ensure
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that the cable is flexible, the outer conductor includes a
nmechani cally and el ectrically continuous, non-overl appi ng,
tubular netallic shield having an outer dianeter of no greater
than 0.40 inches. To remain structurally intact and to resi st
cracking or fracturing as the cable is repeatedly flexed,
however, the outer conductor has a thickness of at |east 0.006
inches. Accordingly, the outer conductor has a predeterm ned
t hi ckness that is at |east 2.5%of the outer dianeter of the

out er conductor.

Claim9, which is representative for our purposes,
fol | ows:

9. A coaxi al drop cabl e having predeterm ned
signal transm ssion characteristics, including
enhanced shielding properties, for transmtting both
comuni cations signals and el ectrical power, wherein
the coaxial drop cable is adapted to extend between
a distribution cable of a communi cati ons system and
recei ver neans associated with at |east one
subscri ber of the comuni cations system the coaxi al
drop cabl e conpri si ng:

an el ongate center conductor;

a dielectric material surrounding said center
conduct or;
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an adhesi ve | ayer disposed between said center
conductor and said dielectric material for bonding
said dielectric layer to said center conductor; and

an annul ar outer conductor surroundi ng said
dielectric material and bei ng adhesi vely bonded
thereto to forman integral cable core, said outer
conductor conprised of a nechanically and
el ectrically continuous, non-overl apping, tubular
metallic shield,

wherein said dielectric material has a
predeterm ned density of at |least 0.30 g/cnf and a
correspondi ng predeterm ned conpressive stiffness of
at | east 1000 pounds per linear inch, and wherein
sai d outer conductor has a predeterm ned thickness
which is at least 2.5%of its outer dianeter such
that the coaxial drop cable can efficiently transmt
el ectrical power and can be readily flexed while
mai ntai ni ng the predeterm ned signal transm ssion
characteristics.

The references relied on in rejecting the clainms follow

W1 kenl oh et al. (WIkenl oh) 4,104, 481 Aug.
1, 1978
Fox et al. (Fox) 4,472,595 Sep. 18,

1984.

Clains 9-11, 13-20, and 22-25 stand rejected under 35
U S.C § 103 as obvious over Fox in view of WI kenl oh. Rather

than repeat the argunents of the appellants or exam ner in
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toto, we refer the reader to the briefs and answer for the

respective details thereof.

OPI NI ON
In deciding this appeal, we considered the subject matter
on appeal and the rejection advanced by the exani ner.
Furthernore, we duly considered the argunents and evi dence of
the appellants and examiner. After considering the totality
of the record, we are persuaded that the exam ner erred in
rejecting clains 9-11, 13-20, and 22-25. Accordingly, we

reverse.

We begin by noting the follow ng principles from

In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQ2d 1955, 1956

(Fed. Gr. 1993).

In rejecting clains under 35 U.S.C. Section 103, the
exam ner bears the initial burden of presenting a

prima facie case of obviousness. |In re Cetiker,
977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992).... "A prima facie case of obviousness is

establ i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F.2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).
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If the examner fails to establish a prima facie
case, the rejection is inproper and wll be

overtur ned.

In re Fine, 837 F.2d 1071, 1074, 5 USP@d 1596, 1598
(Fed. Gr. 1988).

Wth these principles in mnd, we address the exam ner's

rejection and the appellants' argunent.

Adm tting that WI kenl oh "does not disclose the
corresponding stiffness of the dielectric,” (Exam ner's Answer
at 5), the examner alleges that the stiffness "is inherent
fromthe density characteristic [of the dielectric].” (Ld.)
The appel |l ants argue, "the conpressive stiffness of the
dielectric material is dependent not only upon the density of
the dielectric material, but also other factors, such as the
cell structure of the dielectric is material, and is therefore
not 'inherent fromthe density characteristic' ...." (Appeal

Br. at 13.)

Clainms 9-11, 13-20, and 22-25 specify in pertinent part
the followng Iimtations: "said dielectric material has ... a
correspondi ng predeterm ned conpressive stiffness of at |east

1000 pounds per linear inch ...." Accordingly, the
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limtations require a dielectric material having a conpressive

stiffness of at |east 1000 pounds per |inear inch.

The exam ner fails to show a suggestion of the
limtations in the prior art. "In relying upon the theory of
i nherency, the exam ner must provide a basis in fact and/or
techni cal reasoning to reasonably support the determ nation

that the allegedly inherent characteristic necessarily flows

fromthe teachings of the applied prior art." Ex parte Levy,

17 USPQ2d 1461, 1464

(Bd. Pat. App. & Int. 1990) (citing In re King, 801 F.2d 1324,

231 USPQ 136 (Fed. Gr. 1986); WL. Gore & Assocs. v. Garlock

Inc., 721 F.2d 1540, 220 USPQ 303 (Fed. Cir. 1983);

In re Celrich, 666 F.2d 578, 212 USPQ 323 (CCPA 1981);

In re WIlding, 535 F.2d 631, 190 USPQ 59 (CCPA 1976);

Hansgirg v. Kemmer, 102 F.2d 212, 40 USPQ 665 (CCPA 1939)).

Here, the examiner fully admts "the fact that the
stiffness of the dielectric material depends on many factors
such as density, cell structure and thickness." (Exam ner's

Answer at 7.) He further admts that Fox and W/I kenl oh do not
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show the cell structure of the appellants' dielectric.
Specifically, "[t]he cited references fairly show the cl ai ned

density and thickness but not the cell structure.” (1d.)

Because the conpressive stiffness of a dielectric

mat eri al depends on its cell structure inter alia, and neither

Fox nor W1 kenl oh show the cell structure of the appellants’
di el ectric, we are unpersuaded the cl ai med conpressive
stiffness necessarily flows fromthe teachings of the applied
prior art. Accordingly, we are further unpersuaded that
teachings fromthe prior art would have suggested the
[imtations that "said dielectric material has ... a
correspondi ng predeterm ned conpressive stiffness of at |east

1000 pounds per linear inch .... The exam ner fails to

establish a prina facie case of obviousness. Therefore, we

reverse the rejection of clains 9-11, 13-20, and 22-25 as

obvi ous over Fox in view of W1 kenl oh.

CONCLUSI ON
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In sunmary, the rejection of clains 9-11, 13-20, and 22-

25 stand rejected under 35 U.S.C. 8§ 103 as obvi ous over Fox in

view of Wl kenloh is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge
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